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DETAILED ACTION 

1 . This communication is responsive to the Amendment filed 4 August 2006. 

2. Claims 1-10, 13, 15. 17 and 19 are pending in this application. Claims 1, 13, 15, 
17 and 19 are Independent. In the Amendment filed 4 August 2006, claims 1, 2, 4, 5, 9, 
10, 13, 15, 17 and 19 have been amended and claims 11, 12, 14, 16 and 18 have been 
canceled. This action is made Non-Final due to new rejections under 35 U.S.C. 101. 

3. The rejections of claims 13-16 and 19 as being anticipated by US PGPub 
2004/0078366 to Crooks et al; claims 1-8 and 10-12 as being unpatentable over US 
Patent No 7,027987 to Franz et al in view of US Patent No 6,393,399 to Even; claim 9 
as being unpatentable over US Patent No 7,027987 to Franz et al in view of US Patent 
No 6,393,399 to Even in view of the article "College Algebra Tutorial 57: Combinations" 
by WTAMU; and claims 17-18 as being unpatentable over US Patent No 7,027987 to 
Franz et al in view of US PGPub 2004/0205672 to Bates et al. 

Drawings 

4. The objections to the drawings are withdrawn as necessitated by the 
amendment. 

Claim Rejections - 35 USC §112 

5. The rejection of claim 1 1 under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement is withdrawn as necessitated by the 
amendment. 
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Claim Rejections - 35 USC § 101 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. The rejections of claims 12, 14, 16 and 18 under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter are withdrawn as 
necessitated by the amendment. 

8. Claims 1-10, 13, 15, 17 and 19 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

MPEP 2106 IV,B.2.(b) 

A claim that requires one or more acts to be performed defines a process. 
However, not all processes are statutory under 35 U.S.C. 101. Schrader, 22 F.3d at 
296, 30 USPQ2d at 1460. To be statutory, a claimed computer-related process must 
either: (A) result in a physical transformation outside the computer for which a practical 
application is either disclosed in the specification or would have been known to a skilled 
artisan, or (B) be limited to a practical application. 

Claims 1, 13, 15, 17 and 19 recite a method for making additional terms 
available to a searching process. In the claim, there is no physical transformation being 
claimed, a practical application would be established by a useful, concrete and tangible 
result. For it to be a tangible result, it must be more than a thought or a computation 
and must have a real world value rather than being an abstract idea. The invention as 
recited in the claim just merely inputs a string and at least one additional term to the 
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search process. The method fails to produce an end result that. is either stored or 
displayed. Therefore it is unclear as to what kind of tangible output is obtained by these 
limitations. An example of a tangible result would be displaying or storing the query or 
search results. Claims 2-10, which are dependent on claim 1 fail to overcome the 
rejection and therefore are rejected on the same grounds as claim 1'. 

To expedite a complete examination of the instant application, the claims 
rejected under 35 U.S.C. 101 (nonstatutory) above are further rejected as set forth 
below in anticipation of applicant amending these claims to place them within the four 
statutory categories of invention. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-8 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent No. 7,027,987 to Franz et al (hereafter Franz et al) in 
view of US Patent No. 6,393,399 to Even (hereafter Even) in view of US PGPub 
2003/0088547 to Hammond (hereafter Hammond). 

Referring to claim 1, Franz et al disclose a method for receiving a voice search 
query and enhancing the query to provide additional terms to a search engine. In 
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particular, Franz et al disclose a method for making additional terms available to a 
searching process (see abstract), the method comprising: 

receiving an input string [voice query] that incorporates a plurality of characters 
separated by at least one space (see column 5, lines 52-53 and column 6, lines 28-29 - 
a voice query is considered to represent a string that incorporates a plurality of 
characters] in the example voice query "White House," the characters in the word 
"White" and the characters in the word "House" are separated by at least one space)] 

concatenating the plurality of characters to form at least one additional term (see 
column 8, lines 51-66 - Franz et al disclose providing the search query additional terms 
in the form of compound words); and 

providing said at least one additional term to the search process (see column 6, 
lines 62-66 and column 7, lines 58-61 - the hypothesis list is considered to represent 
the additional terms] the hypothesis list is utilized to construct the search query). 

However, while Franz et al disclose the concept of using compound words to 
expand the search query, Franz et al fail to explicitly teach the limitation of 
concatenating the plurality of characters to form at least one additional term. Even 
provides a method for analyzing a text string and using a compounder process to 
provide compound words (see abstract, column 1 , lines 55-59 and Fig 2). In particular. 
Even discloses concatenating the plurality of characters to form at least one additional 
term (see column 4, lines 18-26 - in the example, the characters are "Wahl," "Kampf 
and "Geschichten;" concatenating the characters forms the additional term 
"WahlfKampfGeschichten"). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize Even's compounder process as a subcomponent to Franz 
et al's method for providing additional terms to a searching process. One would have 
been motivated to do so since Franz et al's method provides the capability of using 
compound words to perform or refine a search (Franz et al: see column 8, lines 51-53) 
and also since using compound words instead of each word separately increases the 
chances of providing better search results (Franz et al: see column 8, lines 53-57). 

The combination of Franz et al and Even (hereafter Franz/Even) fail to explicitly 
disclose the further limitation of providing the input string and the at least one additional 
term to the search process. Hammond discloses a term variation resolver, which 
expands a query (see [0053], lines 1-5), including the further limitation of providing the 
input string [cholera] and the at least one additional term [vibrio cholerae] to the search 
process (see [0053], lines 14-18 - the term variation riesolver 50 expands the query to 
contain both terms). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the feature of Hammond for including an original term and a 
variation of the original term in a query as an additional step after Franz/Even provides 
additional search terms. One would have been motivated to do so in order to provide 
comprehensive search results. 

Referring to claim 2, the combination of Franz/Even and Hammond (hereafter 
Franz/Even/Hammond) discloses the method of claim 1 , wherein, 



Application/Control Number: 10/706.124 Page 7 

Art Unit: 2167 

receiving a string comprises receiving a string that incorporates a first set of 
cliaracters separated by a space from a second set of characters (Even: see column 4, 
lines 18-26 - in the example, the characters are "Wahl," "Kampf and "Geschichten"); 
and 

concatenating comprises concatenating the first and second sets of characters 
(Even: see column 4, lines 18-26 - concatenating the characters forms the additional 
term "WahlfKampfGeschichten"). 

Referring to claim 3, Franz/Even/Hammond discloses the method of claim 2, 
wherein the first and second sets of characters are each a single character (Even: see 
column 4, lines 18-26 - the compounder process concatenates the words no matter 
how many characters exist in a word). 

Referring to claim 4, Franz/Even/Hammond discloses the method of claim 1 , 
and further comprising preprocessing [removing noise words] the input string (Franz et 
al: see column 7, lines 6-9). 

Referring to claim 5, Franz/Even discloses the method of claim 4, wherein 
preprocessing includes removing at least one extraneous character [removing noise 
words] from the input string (see Franz et al: see column 7, lines 6-9). 

Referring to claim 6, Franz/Even discloses the method of claim 1 , and further 
comprising suppressing at least one additional term (Franz et al: see column 6, lines 53- 
56 - according to page 14, lines 13-17 of the applicant's specification, "suppression may 
be applied in regard to the level or number of words or characters that can be 
concatenated;" the query restraint parameters the number of hypotheses to be 
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considered and the total number of words to be included in a query are considered to 
represent suppressing the at least one additional term). 

Referring to claim 7, Franz/Even discloses the method of claim 1, wherein the 
method is executed upon a client system [client device] (Franz et al: see column 4, lines 
50-52 and Fig 1, item 110). 

Referring to claim 8, Franz/Even discloses the method of claim 1, wherein the 
method is executed upon a server [server 130] (Franz et al: see column 4, lines 48-50). 

Referring to claim 10, Franz/Even discloses the method of claim 1, wherein the 
input string is a search string [voice query] (Franz et al: see column 5, lines 47-48 and 
52-53). 

11. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 7,027,987 to Franz et al in view of US Patent No. 6,393,399 to Even in 
view of US PGPub 2003/0088547 to Hammond as applied to claim 1 above, and 
further in view of the article ''College Algebra Tutorial 57: Combinations" by 
WTAMU (hereafter WTAMU). 

Referring to claim 9, Franz/Even/Hammond discloses a method for providing at 
least one additional search term to the search process including limiting the total 
number of words to be included in a query (Franz et al: see column 6, lines 55-56). 
However, Franz/Even fails to explicitly teach the further limitation wherein the string 
includes N words, and wherein (N-1) (N/2) additional search terms are provided to the 
search process based upon word adjacency. WTAMU discloses a formula that provides 



Application/Control Number: 10/706,124 Page 9 

Art Unit: 2167 

the same results as the formula wherein the string includes N words, and wherein (N-1) 
(N/2) additional search terms are provided to the search process based on word 
adjacency (see page 2, line 4 - the formula for combinations). If the variable r is set to 
2, then the formula for combinations provides the same result as the formula (N-1)(N/2). 
For example, if N=6, then the formula for combinations yields (6!/((6-2)!*2!)) = (6!/(4!2!)) 
= 15 and the formula (N-1)(N/2) yields (6-1)(6/2) = (5)(3) = 15. Also, if N=7, then the 
formula for combinations yields (7!/((7-2)!*2!)) = (7!/(5!2!)) = 21 and the formula (N- 
1 )(N/2) yields (7-1 )(7/2) = (6)(3.5) = 21 . 

It would have been obvious to one of ordinary skill in the art to set the variable- r 
equal to 2 in the formula for combinations in order to create a subset in the same 
manner as using an equation such as (N-1)(N/2) to create a subset. One would have 
been motivated to do so in order to reduce long processing times that result from over- 
generating variants of a term. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use WTAMU's formula for combinations with the variable r equal 
to 2 to generate a subset as a method of calculating the parameter, the total number of 
words to be included in a query, disclosed by Franz/Even/Hammond. One would have 
been motivated to do so to create a voice interface that achieves high accuracy without 
having to require constant user input (Franz et al: see column 1, lines 27-44). 
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12. Claims 13, 15 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US PGPub 2004/0078366 to Crooks et al (hereafter Crooks et 
a!) in view of US PGPub 2003/0088547 to Hammond (hereafter Hammond). 

Referring to claim 13, Crooks et al disclose a method for making additional 
terms available to a searching process (see abstract), the method comprising: 

receiving an input string ["Z-pac"] that incorporates a plurality of characters 
separated by at least one hyphen (see [0022], lines 12-13 and [0024], lines 48-49 - the 
system receives an input string from a user); 

removing the at least one hyphen to fomi at least one additional term (see 
[0024], lines 48-50 - the term "Zpac" is formed after eliminating the hyphen from the 
term "Z-pac"); and 

providing said at least one additional term to the searching process (see [0025], 
lines 3-5 - the normalizer performs the step of removing the hyphen which results in 
providing an additional term for the search process). 

Crooks et al fail to explicitly disclose the further limitation of providing the input 
string and the at least one additional term to the search process. Hammond discloses a 
term variation resolver, which expands a query (see [0053], lines 1-5), including the 
further limitation of providing the input string [cholera] and the at least one additional 
term [vibrio cholerae] to the search process (see [0053], lines 14-18 - the term variation 
resolver 50 expands the query to contain both terms). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the feature of Hammond for including an original term and a 
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variation of the original term in a query as an additional step after Crooks et al provides 
additional search terms. One would have been motivated to do so in order to provide 
comprehensive search results. 

Referring to claim 15, Crooks et al disclose a method for making additional 
terms available to a searching process (see abstract), the method comprising: 

receiving an input string [vibra-tabs] that incorporates a plurality of characters 
separated by at least one hyphen (see [0022], lines 12-13 and [0024], lines 50-54 - the 
system receives an Input string from a user); 

replacing the hyphen with a space to form at least one additional term (see 
[0024], lines 50-54 - the term "vibra tabs" is formed after the hyphen is removed from 
the term "vibra-tabs"); and 

providing said at least one additional term to the search engine (see [0025], lines 
3-5 - the normalizer performs the step of removing the hyphen which results in 
providing an additional term for the search process). 

Crooks et al fail to explicitly disclose the further limitation of providing the input 
string and the at least one additional term to the search process. Hammond discloses a 
term variation resolver, which expands a query (see [0053], lines 1-5), including the 
further limitation of providing the input string [cholera] and the at least one additional 
term [vibrio cholerae] to the search process (see [0053], lines 14-18 - the term variation 
resolver 50 expands the query to contain both terms). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the feature of Hammond for including an original term and a 
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variation of the original term in a query as an additional step after Crooks et al provides 
additional search terms. One would have been motivated to do so in order to provide 
comprehensive search results. 

Referring to claim 19, Crooks et al disclose a method for making additional 
terms available to a searching process (see abstract), the method comprising: 

receiving an input string that incorporates a plurality of terms separated by a 
space or a hyphen [vibra-tabs] (see [0022], lines 12-13 and [0024], lines 50-54 - the 
system receives an input string from a user); 

generating at least one additional term by performing an operation selected from 
the group consisting of removing a space between the plurality of terms, removing a 
hyphen between the plurality of terms, replacing a space between the plurality of terms 
with a hyphen, and replacing a hyphen between the plurality of terms with a space (see 
[0024], lines 50-54 - removing a hyphen between a plurality of terms is considered to 
represent the selected operation; the term "vibra tabs" is formed after the hyphen is 
removed from the term "vibra-tabs"); and 

providing said at least one additional term to the searching process (see [0025], 
lines 3-5 - the normalizer performs the step of removing the hyphen which results in 
providing an additional term for the search process). 

Crooks et al fail to explicitly disclose the further limitation of providing the input 
string and the at least one additional term to the search process. Hammond discloses a 
term variation resolver, which expands a query (see [0053], lines 1-5), including the 
further limitation of providing the input string [cholera] and the at least one additional 
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term [vibrio cholerae] to the search process (see [0053], lines 14-18 - the term variation 
resolver 50 expands the query to contain both terms). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use the feature of Hammond for including an original term and a variation 
of the original term in a query as an additional step after Crooks et al provides additional 
search terms. One would have been motivated to do so in order to provide 
comprehensive search results. 

13. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 7,027,987 to Franz et al in view of US PGPub 2004/0205672 to Bates et 
al (hereafter Bates et al). 

Referring to claim 17, Franz et al disclose a method for receiving a sejarch 
query and then enhancing the query to provide additional tenns to the search engine. 
In particular, Franz et al disclose a method for making additional terms available to a 
searching process (see abstract), the method comprising: 

receiving a string that incorporates a plurality of characters separated by at least 
one space (see column 5, lines 52-53 and column 6, lines 28-29 - a voice query is 
considered to represent a string that incorporates a pluraiity of cliaracters] in the 
example voice query "White House," the characters in the word "White" and the 
characters in the word "House" are separated by at least one space)] 

form at least one additional term (see column 8, lines 51-61 - Franz et al 
disclose providing additional terms in the form of compound words); and 
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providing said at least one additional term to the search engine (see column 6, 
lines 62-66 and column 7, lines 58-61 - the hypothesis list is considered to represent 
the additional terms; the hypothesis list is utilized to construct the search query). 

However, while Franz et al disclose the concept of using compound words to 
expand the search query, Franz et a! fail to explicitly teach the limitation of replacing 
said at least one space with a hyphen to form at least one additional term. Bates et al 
discloses a method for determining variants of words (see abstract). In particular, Bates 
et al discloses the limitation of replacing said at least one space with a hyphen to form 
at least one additional term (see [0030], lines 8-9; [0095]; and Fig 9, item 220 - a 
variant of E mail is E-mail). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize Bates et al's method of determining variants of compound 
words as a subcomponent to Franz et al's method for providing additional terms to a 
searching process. One would have been motivated to do so since Franz et al's 
method provides the capability of using compound words to perform or refine a search 
(Franz et al: see column 8, lines 51-53) and also since using compound words instead 
of each word separately increases the chances of providing better search results (Franz 
et al: see column 8, lines 53-57). 

The combination of Franz et al and Bates et al (hereafter Franz/Bates) fails to 
explicitly disclose the further limitation of providing the input string and the at least one 
additional term to the search process. Hammond discloses a term variation resolver, 
which expands a query (see [0053], lines 1-5), including the further limitation of 
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providing the input string [cholera] and the at least one additional term [vibrio cholerae] 
to the search process (see [0053], lines 14-18 - the term variation resolver 50 expands 
the query to contain both terms). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the feature of Hammond for including an original term and a 
variation of the original term in a query as an additional step after Franz/Bates provides 
additional search terms. One would have been motivated to do so in order to provide 
comprehensive search results. 

Response to Arguments 
14. Applicant's arguments filed 4 August 2006 in regards to claims 3 and 9 have 
been fully considered but they are not persuasive. 

In regards to claim 3, Applicant argues the following on pages 9-10: Claim 3 
specifically limits the first and second sets of characters to being a single character and 
that because there is no teaching or suggestion in the cited reference, a claim element 
is missing from the cited references and a prima facie case of obviousness has not 
been established. 

The examiner respectfully disagrees. As mentioned above, the prior art teaches 
concatenating characters. The prior art concatenates words regardless of how many 
characters each word consists of. The prior art therefore has the capability of handling 
the case in which each word only has one character as claimed by the present 
invention. 
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In regards to claim 9, Applicant argues the following on page 10: The prior art 
fails to teach wherein the terms are provided to the search process based upon word 
adjacency. 

The examiner respectfully disagrees. When determining different combinations, 
the equation factors in word adjacency. 

15. All other arguments with respect to claims 1-10, 13, 15, 17 and 19 have been 
considered but are moot in view of the new ground(s) of rejection. 
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